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SIR: 

I, Toshihiro Shoji, hereby declare as follows: 

1. I graduated from Yokohama National University, Graduate School of 
Engineering, Department of Chemical Engineering, in March 1978. Since November, 
1981, 1 have been employed by Dainippon Ink & Chemicals, Inc. Since April 1990, I 
have been engaged in research and development on UV curable materials. 

2. I am the inventor of the invention as claimed in the above-referenced 
application, and accordingly, I am familiar with the specification and claims which 
comprise that application. 

3. I am aware of the Official Action of July 2, 2002, issued on the 
above-referenced application, in which Claims 1-4 are rejected under 35 U.S.C 1 12, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention; and further claims 1 to 
4 are rejected under 35 U.S.C 103(a) as being obvious over Suzuki et al. (U.S. 
5,573,831); and further, claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being 
anticipated by EP 1058250. 
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PURPOSE, METHOD AND RESULTS 

(1) Purpose of the Experiments: 

The purpose of the Experiments of this declaration is to confirm if the 
ultraviolet-curable compositions used in the Examples and the Comparative Examples of 
EP 1058250 (W099/34361) and the ultraviolet-curable composition used in Example 2 of 
U.S. Patent No. 5,573,831 are inside or outside the range of claims 5of the present 
application. 

(2) Method and Results of Experiments: 

i) Preparation of the composition of Example 2 of U.S. 5,573,831 : 

(a) Urethane acrylate (trade name: UA-4200; manufactured by Shin-Nakamura 
Chemical Co., Ltd.) 40 g 

(b) Trimethylolpropane triacrylate (trade name: TMP3A; manufactured by Osaka 
Organic Chemical Industry Ltd.) 30 g 

(c) N-vinyl-2-pyrrolidone (trade name: NV2P; manufactured by International 
Specialty Products (Japan) Ltd.) 25 g 

(d) Photopolymerization initiator (trade name: IRGACURE-184; manufactured bv 
Ciba Specialty Chemicals Inc.) 8 g 

The above compounds were mixed in a 200 ml SUS beaker, and then heated and 
dissolved on a 65t: hotplate. After the dissolution, the following material (e) was 
added thereto and subjected to a supersonic and mechanical treatment, resulting in a 
uniformly dispersed composition. 

(e) Synthetic silica (trade name: TOKUSIL GU; manufactured by Tokuyama Corp) 

20.6 g 

ii) Each of 0.5g of the compositions was weighed and charged into a 100 mi 
polyethylene beaker, then 49,5 g of methanol, reagent chemicals pure grade, 
manufactured by Kanto Chemical Co., Inc., was added thereto, and thereafter, shaken and 
stirred until a uniform condition was obtained. 

iii) A type 6155 pH complex electrode was connected to a pH meter (trade name: 
COM-8; manufactured by Denki Kagaku Keiki Co. Ltd.), and immersed into a 1 wt % 
methanol solution prepared as above in ii), and left to stand until a constant pH was 
obtained. The thus obtained value was rounded to the second decimal place. The 
temperature of the solution was adjusted to be within a range of 25 ±2 C:. 

iv) Results of the pH determination of 1 wt% methanol solution of the 



3 



compositions: 



Patent describing composition 


Name of Composition 


pH 


EP 1058250 (W099/34361) 

1 

i 
f 


DAICURE CLEAR SD-318 


3.2 


DAICURE CLEAR SD-21 1 


2.7 


DAICURE CLEAR SD-17 


3.8 


DAICURE CLEAR SD-2200 


2.9 


U.S. Pat. No. 5,573,831 


Comp. of Example 2 


8.2 



v) Conclusion 

From the above experiments, and since MD-341 could not be obtained, it is 
believed that the cited references U.S. Pat. No. 5,573,831 and EP 1058250 
(W099/34361) do not show or suggest the ultraviolet-curable composition of the present 
application (U. S. S. N. 09/768, 1 78) which has a pH of 4.5 to 6.8. 



I further declare that all statements made herein of my own knowledge arc true and 
that ail statements made on information and belief are believed true; and turther that these 
statements were made with knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment, or both, under section 1001 of Title 18 of the 
United States Code and that such willful false statements may jeopardize the validity of 
the application or any patent issuing thereon. 

Date: /\/ffy^ he^ / 1 ^ 2^ 2_ 






Toshihiro Shoji 



IVansIation of the l^fer febisawa and Shoji of Dainippon Ink & Chemicals, Inc. sent to 
Hattori of Nippon Kayaku Co., Ltd., on October 1, 2002. 



October 1, 2002 

Senior Manager, Sales Dept. Tokyo Mr. Hideaki HATTORI 

Functional Products Division, Fine Chemicals Group 

Nippon Kayaku Co., Ltd. 

1 1-2, Fujimi-l-Chome, Chiyoda-ku, Tokyo 

REQUEST FOR PURCHASE OF KAYARAD 

Dear Sir: 

We are happy that your company is more and more prosperous. 

We are contacting you for the first time. We are now working on research and 
development relating to ultraviolet-curable resin compositions, for Dainippon Ink & 
Chemicals, Inc. 

As part of this work, we have a need to purchase one of your company^s products. 
Therefore, we would like to buy one of your company's products. This letter is a 
request for the purchase of your product and your approval to do so. Therefore, please 
approve and accept this letter. 

The product number, amount of product and the appointed date of delivery are as 
described later. At the same time, we request that you send us a product catalogue, 
technical data, and MSDS. Please fill in the details in the attached form and send it to 
Toshihiro Shoji by mail or FAX until October 11, 2002. 

We promise that if you sell your company's product, we will use it only within our 
company, and we will not sell or transfer it to others or other companies. 

Please understand that we cannot inform you about the evaluation results obtained 
by the use of the product. 

We would appreciate your understanding of our wishes and your favourable 
responce. 



Sincerely yours 
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ITEM 

( 1 ) Content of purchase 

1 . Product Name; "KAYARAD™ MD-34 1 " 

(Ultraviolet Curable Resin Composition for Optical Discs) 

2. Amount: 1 kg 

3. Purpose of use: 

Sample for comparison in research and development in our company 

4. The appointed date of delivery which we require: October 15, 2002 (Tuesday) 

(Sender) 

Shouei EBISAWA 
Specialty Coatings R&D Group, Senior Manager 

ToshihiroSHOJI 
Specialty Coatings R&D Group, Manager 
4472-1, Komuro, Ina-Machi, Kitaadachi-gun, Saitama-ken 
Dainippon Ink & Chemicals, Inc. 
Imaging & Reprographic Products Technical Dept. 
Tel.: 048-722-8211 
Fax.: 048-721-7820 



1 

Year/ Month/ 
Dainippon Ink & Chemicals, Inc. 

A Written Notice Regardin g the Sale of KAYARAD^'^ MD-341 

We notify you as follows of our decision, regarding the propriety of selling our 
company's product: 

(^Please select either 1 or 2 below using a **0", and put a cancellation line through 
the other.) 

1 . Selling is allowed 

The appointed date of delivery: ( j 
Estimated Price: ( j 

2. Selling is disapproved 

Reason; ( ^j 




Nippon Kayaku Co., Ltd. 

Name of Division: 

Name of the Representative: 
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Translation of Certificate of Receipt of Registered Post/Delivery Recording Mail 



Certificate of Receipt of Registered Post/Delivery Recording Mail 
(Duplicate for the Client) 



(Residence and Name of Sender) ~~ 
Dainippon Ink & Chemicals, Inc, Saitama Plant 
, Ohaza-Komuro, Ina-Machi, Kitaadachi-Gun (zip code: 362-8577) 



Name of Receiver 


Acceptance 
No. 


Postage 


Contents- 
Certificaiton 
Fee 


Comprehensive 


Nippon Kayaku 

Co., Ltd. 
Head of Tokyo 
_ Business Dept. 


132-21- 
40828-1 


840 


1170 


Delivery 
Contents 
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Ageo Post Office 

H14. 10. 1 
[October 1, 2002] 
12- 18 O'clock 
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Translation of Postal Matter Delivery Certificate 



Manager Toshihiro SHOJl 

Senior Manager Shouci EBISAWA 

Specialty Coatings R&D Group 

Dainippon Ink & Chemicals, Inc., Saitama Plant 
4472-1, Ohaza-Komuro, Ina-Machi, Kitaadachi-gun, Saitama-ken (zip.: 362-8577) 
Communication Affairs zip,; ]()2-8799 Kojimachi Post Office 
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Postal Matter Delivery Certificate 
Name of recipient: Mr. Hideaki HATTORI 

Senior Manager, Sales Dept. TOKYO 
Functional Products Division, Fine Chemicals Group 
Nippon Kayaku Co., Lid. 
Acceptance No.: 132-21-40828-1 

The above mail was delivered on H14 (2002), Oct. 2, which is here certified. 
Zip.: 102-8799 Kojimachi Post Office; H14 (2002), Oct. 2, 12 - 18 O'clock 



T 102-8799 



Iff 



^07370 • HIN 



